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DETAILED ACTION 

Election/Restrictions 

1 . Applicants' election with traverse of Group I, Claims 1-9, filed on 1 1/03/08 is 
acknowledged. Applicants traverse the Restriction Requirement on the grounds that the 
Restriction for the inventions of Group I and Group II is not proper because both Group of 
claims, drawn to the method and the article claims, are of a single general inventive concept, and 
that the technical features of each of these Groups are interpreted by applicants to be the same 
(Remarks, page 1) because they are of well known features. 

This is not found persuasive because the examiner has established a prima facie case 
having shown in the Restriction (filed 10/02/08), that the inventions of Groups I & II are not so 
linked under Rule 13.1 to form a single general inventive concept. Moreover, the special 
technical features of theses Groups I & II, defined under Rule 13.2 as those technical features 
that contribute to each of the inventions and considered as a whole, can't make over the prior art. 

In accordance with MPEP Appendix AI, Section 206 and Annex B, under PCT Rule 13.1 
and 13.2, the examiner has demonstrated that the inventions of Groups I & II are each 
independent or distinct as claimed (filed in 10/02/08)) and a serious burden would be placed on 
the examiner as discussed above. 

Accordingly, Claims 10-14 are withdrawn from further consideration pursuant to 37 CFR 
.142(b) as being drawn to a nonelected Group, there being no allowable generic or linking claim. 

The Restriction filed on 10/02/08 is hereby made Final . 



Application/Control Number: 10/577,554 Page 3 

Art Unit: 3729 

Applicants are required to cancel these nonelected claims (10-14) or take other 
appropriate action. An Office Action on the merits of Claims 1-9 now follows. 

Title 

2. The following title is suggested: "Method of manufacturing a USB electronic key". 

Drawings 

3. Figure 1 should be designated by a legend such as —Prior Art- because only that which is 
old is illustrated. See MPEP § 608.02(g). Corrected drawing in compliance with 37 CFR 
1.121(d) is required in reply to the Office action to avoid abandonment of the application. The 
replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 CFR 
1.84(c)) so as not to obstruct any portion of the drawing figure. If the changes are not accepted 
by the examiner, the applicants will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawing will not be held in abeyance. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1-9 are rejected under 35 U.S.C. 1 12, second paragraph, because the claims are 
written in such a fashion that they are not active verbs and therefore the metes and bounds of the 
claimed invention is difficult, if not impossible, to determine. For example, the claimed language 
". .. is cut . . ." (Claim 1, line 2), "... is adjusted at least ..." (Claim 1, line 5), "... is achieved by 
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..." (Claims 2, 4 & 5, line 2), "... is interfitted with ..." (Claim 3, line 2), "... is fastened ..." 
(Claims 6 & 7, line 2) and ". . .is disposed ..." (Claims 8 & 9, line 2) are not in a form which 
clearly delineates the scope of the claims in U.S. Patent practice. Applicants would do well if 
they carefully review and rewrite each of the claims 1-9 with the view of using positive, active 
language in order to properly claim any patentable subject matter. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1- 3 and 5-9, as best understood, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yen (US 6,744,634) in view of Tetaka et al (US 6,159,770). 

Regarding claim 1, Yen teaches a process of making low height USB interface with a 
microcircuit (Fig. 10, 202) defining USB-format contact pads (1 1 1) and carrying an electronic 
component (202A) connected to the pads, comprising the following step whereby, in a single 
operation, the thickness of the microcircuit is adjusted at least in the area (Fig. 8, 300A) of the 
contact pads, so as to have a thickness that conforms to the USB Standard (Col. 3, lines 56-60); 
which reads on applicants' claimed invention, except for having the microcircuit cut out from a 
tape having a plurality of microcircuits. 
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Tetaka et al teach a method of fabricating semiconductor devices with the microcircuit of 
semiconductor devices cut out from a tape (Fig. 54A, 133) having a plurality of microcircuits 
(133) in order to facilitate the handling and the automated assembling of theses microcircuits to a 
system (Col. 25, lines 20-24). 

It would be obvious to one of ordinary skill in the art at the time the invention was made 
to modify the method of Yen by applying the microcircuits mounted on the tape, as taught by 
Yen, in order to facilitate the handling and the automated assembling of theses microcircuits to a 
system such as the USB Interface key. 

Regarding claim 2, Yen teaches at least one bottom half-shell (Fig. 8, 113) disposed at 
least under the contact pads. 

Regarding claim 3, Yen teaches that the bottom half-shell is interfitted with a top half- 
shell (Fig. 6, 112) covering a zone of the microcircuit that lies outside the contact pads. 

Regarding claim 5, Yen teaches that the adjustment is achieved by forming an 
overmolded portion (Fig. 11, 1 14 & 1 13A) over the microcircuit (202). 

Regarding claim 6, Yen teaches that the microcircuit (Fig. 11, 202) is fastened to the 
bottom shell (113). 

Regarding claim 7, Tetaka et al teach the insulative adhesive (Fig. 46, 1 15) to fix a chip 
(111) and it would be obvious to apply this adhesive to fix the microcircuit to the bottom shell 
while insulating it. 
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Regarding claim 8, Yen teaches that the electronic component (Fig. 11, 202A) is 
disposed at a location (1 13 A) offset from a location of the contact pads (111). 

Regarding claim 9, Tetaka et al teach that the electronic component (Fig. 1 16, 3 1 1) is 
disposed on the same top face of the microcircuit as the contact pads (315) and it would be 
obvious to apply this structure to Yen to accommodate further electronic component to the 
circuit. 

8. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yen in view of 
Tetaka et al and further view of Lin et al (US 6,676,419). 

Regarding claim 4, as best understood, Yen in view of Tetaka et al teach a process of 
making USB interface with a microcircuit; which reads on applicants' claimed invention, except 
for inserting the microcircuit into a shell having an access (213) on a rear edge. 

Lin et al teach a process of fabricating a portable storing device with USB interface by 
inserting the microcircuit (Fig. 3, 24) into a shell (21 & 22) having an access on a rear edge in 
order to have a stabilized structure of forward and backward position of the contact terminal 
(Col. 1, lines 42-47). 

It would be obvious to one of ordinary skill in the art at the time the invention was made 
to modify the method of Yen in view of Tetaka et al by applying the design of forward or 
backward movement of contact terminal, as taught by Lin et al and not its general structure, in 
order to avoid the cost of the top switch (Fig. 8, 202C) and the unreliable contact cover (Fig. 14, 
301) which tends to be lost and to permanently expose the contacts (Fig. 12, 111) and to have a 
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stabilized structure of forward and backward position of the contact embedded in the circuit 
board (Fig. 12, 202). 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicants' 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tim Phan whose telephone number is 571-272-4568. The 
examiner can normally be reached on M & Tu, 6AM - 2PM, and W & Th, 9AM - 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bryant can be reached on 571-272-4526. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Phan Thiem/ 

Primary Examiner, Art Unit 3729 
December 22, 2008 



